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REMARKS/ARGUMENTS 

Entry of the foregoing amendment of claim 1 is respectfully requested as it is 
submitted not to raise any new issues that would require a further search. In the event the 
Examiner disagrees, entry of the amendment for purposes of appeal only is respectfully 
requested. 

All of the remaining claims in the application, comprising claims 1-6 and 8-12 
stand finally rejected under 35 USC 103(a) as being unpatentable over the '295 patent 
(previously cited) in view of the ' 169 patent (previously cited) or now in view of Finley et al. 
U.S. Patent No. 5,443,298 (newly cited) ( the '298 patent). The Examiner's reasoning with 
respect to the combined teachings of the '295 and '169 patents is the same as set forth in the 
Office Action of August 1 1, 2004. The Examiner further reasons that the '298 patent discloses a 
carrier for carrying multiple containers comprising a substantially planar web having multiple 
annular supports for engaging the containers and a generally U-shaped handle 22 attached to the 
web at two points that are substantially equidistant from the centers of the multiple annular 
supports, and that therefore it would have been obvious to one of ordinary skill in the art to 
modify the handle of the '295 patent so that it is attached to the web at two points that are 
substantially equidistant from the centers of the multiple annular supports to facilitate carrying. 

The Examiner has responded to applicant's argument set forth in the Amendment 
of August 30, 2004 by conceding that the '295 patent discloses two rather than one handle, but 
states that only one of the two U-shaped handles is being used to reject the claims as obvious. 
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The Examiner reasons that the omission of one handle and its function in a combination where 
the remaining elements perform the same function involves only routine skill in the art, citing In 
re Karlson, 136 USPQ 184 (CCPA 1963). With respect to the 4 169 patent, the Examiner 
responded to applicant's arguments by stating that that patent is relied upon only for its showing 
of a handle attached to the web at two points that are substantially equidistant from the centers of 
the multiple annular supports, and for nothing more. 

The new obviousness rejection is respectfully traversed. Applicant reiterates and 
incorporates herein by reference the same arguments with respect to points of distinction from 
the '295 and ' 169 patents as set forth in the Amendment of August 30, 2004. In addition, 
applicant respectfully points out that the Examiner is in error in stating that the '295 patent 
discloses a plurality of radial slots, pointing to elements 6 and 9 in FIG. 1. The reason is that 
element 6 does not comprise a slot. See the definition of that word from the enclosed excerpt 
from Webster's II New College Dictionary (2001) as a "long narrow groove, opening or notch." 
Instead, element 6 is a roughly triangular-shaped opening that extends well beyond the radius of 
frames 30-32 and into bridging connections 36 that, together with the circular openings in collars 
33-35, form keyhole shapes. Thus, the '295 patent merely discloses a single radial slot 9 in each 
of its split collars 33-35. This is respectfully submitted to be distinguishable from the plurality 
of radial slots that are provided in the flexible annular flanges of applicant's multiple annular 
supports, as claimed by applicant. 

Moreover, claim 1 as instantly amended is further distinguishable from the '295 
patent in that it recites but a single generally U-shaped handle that lies in the same plane as the 
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web and is flexibly attached to the web at two points on one edge of the web wherein the two 
points are substantially equidistant from the centers of the multiple annular supports. The '295 
patent does not disclose or suggest a single U-shaped handle attached to the web at two points, 
but rather two U-shaped handles attached at eight points. The Examiner's reliance upon In re 
Karlson is respectfully submitted to be misplaced. This is because the removal of handle 38 
from the carrier shown in FIG. 7 of the '295 patent would not allow the remaining elements to 
perform the same function as before, as was the case in the Karlson decision. Specifically, the 
'295 carrier is designed to carry bottles in an upright position. See column 2, lines 60-62. This 
can only be done when the two handles 37 and 38 are grasped and lifted so as to pivot upwardly 
90° to the positions shown in phantom in FIG. 9 of the '295 patent. See column 2, lines 45-52. 
But removal of handle 38 will not permit the upright carrying function to take place; instead, if 
the carrier is grasped by a single handle 37 and lifted with bottles locked in the carrier, that 
handle, by virtue of its offset points of attachment to briding connections 36 relative to the 
common axis of neck-engaging collars 33-35, cannot pivot upwardly 90° as shown in FIG. 9, and 
the bottles would not be oriented in an upright position, but would rather be oriented at an angle 
relative to upright. 

Applicant respectfully submits that a more appropriate precedent is found in the 
case of In re Gordon, 221 USPQ 1 125 (Fed Cir 1984), which held that if the proposed 
modification of the prior art invention would render it unsatisfactory for its intended purpose, 
then there can be no suggestion or motivation to make the proposed modification. Here, the 
Examiner's proposed modification of removing handle 38 would render the '295 carrier 
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unsatisfactory for its intended purpose of carrying bottles upright in a balanced position by the 
two handles 37 and 38. 

The Examiner's attention is further directed to the decision in In re Ratti, 123 
USPQ 349 (CCPA 1959), which held that if the proposed modification of the prior art invention 
would change its principle of operation, then the teachings of the prior art are not sufficient to 
render the claims prima facie obvious. Here again, the Examiner's proposed modification of 
removing handle 38 from the '295 carrier would change its principle of operation by not 
permitting handles 37 and 38 to pivot about 90° relative to the planar web portion 36 as shown in 
FIG. 9. 

Finally, the newly cited '298 patent does appear to disclose U-shaped handle 
members attached on opposite lateral sides of the bottled neck-engaging annular supports that 
appear to be attached to the web at two points that are substantially equidistant from the centers 
of the multiple annular supports. But the Examiner may not disregard the fact that the '298 
carrier is provided with two U-shaped handles, as opposed to one. Nor may the Examiner ignore 
the intended principle of operation of the two handles of the '298 carrier, i.e., that they are 
pivoted upwardly against each other to provide a single handle (column 3, lines 41-45). It is 
further respectfully submitted that the Examiner may not ignore the intended purpose of the '298 
carrier, which is designed to carry the bottles in a vertically supported position (column 4, lines 
12-16). Based upon the same arguments noted above in connection with the discussion of the In 
re Karlson, In re Gordon and In re Ratti cases, it would be improper for the Examiner to contend 
that one of the two U-shaped handles of the '298 carrier could be removed without making that 
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carrier either unable to perform the same function as before (In re Karlson) or being modified so 
that it is unsatisfactory for its intended purpose (In re Gordon) or changing its principle of 
operation (In re Ratti). 

For the reasons stated, early and favorable reconsideration is respectfully 

solicited. 



I hereby certify that this correspondence is being deposited with the United States 
Postal Service as first class mail in an envelope addressed to: Mail Stop AF, Commissioner for 
Patents, P.O. Box 1450, Alexandria, VA 223 13-1450. 



Respectfully submitted, 




Dennis E. Stenzel 
Reg. No. 28,763 
Tel No.: (503)227-5631 
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